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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
23 rd , 2008 has been entered. 

Claim Objections 

2. Applicant added claims 1 9-22 in the amendment filed October 23 rd , 2008. 
However, applicant's amendment skipped claim 18: there was no claim 18 in the 
amendment or in the earlier filed claims. Under CFR Rule 1 .1 26, the Examiner has 
renumbered claims 19-22 to 18-21, respectively. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 10 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Honda et al. (JP 2002-203321; US 2002-0191517 is relied upon as a translation) in 
view of Izumi et al. (US 5,859,824). 

Regarding claim 10: 
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Honda discloses: 

An apparatus (Fig. 6) for recording data and a visible image on an optical disk 
having at least a substrate surface, a label surface opposite to the substrate surface, a 
recording face interposed between the substrate surface and the label surface, and a 
reflection layer disposed under the recording face, the recording face being irradiated by 
a laser light through the substrate surface to record and reproduce data (paragraphs 30- 
32), the apparatus comprising: 

a light source for generating the laser light (paragraph 38); 

an optical pickup having an objective lens, said objective lens movable in a 
direction of a thickness of the optical disk within a total movable range and condensing 
the laser light to form a light spot for irradiating the optical disk (a lens is part of the 
optical pickup of Fig. 6: 66; the pickup has a focus control servo as per paragraph 38, 
so it can move in the claimed direction); 

an actuator for moving the objective lens (the focus servo, Fig. 6: 76) around a 
first base point for focusing the light spot onto the recording face (it can focus on the 
recording layer for recording data, paragraphs 37-38, so it must be able to focus at this 
point) and for moving the objective lens around a second base point for focusing the 
light spot onto a label surface (it can focus on the label surface, paragraph 38, so it 
must be able to move around this second base point); 

a feed means for moving the optical pickup in a radial direction of the optical disk 
(Fig. 6: 72); 

a spindle motor for rotationally driving the optical disk (Fig. 6: 56); and 
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a host computer for controlling the recording of the data and the visible image 
(Fig. 6: 46), 

wherein the substrate surface of the optical disk faces to the optical pickup when 
the data is recorded into tile recording face (standard for CD-R/RW, and Honda does 
not change this), 

wherein the label surface of the optical disk faces to the optical pickup when the 
visible image is recorded into the label surface (paragraph 5), 

wherein a distance between the objective lens and the optical disk is 
differentiated between a first case of recording the data on the recording face and a 
second case of recording the visible image on the label surface (it must be: paragraph 
10 discloses that when printing a label, the light is focused on the reflection layer from 
the label side; in order to record as per a standard CD-R/RW, the light must be focused 
on the reflection layer from the data side; as seen in Fig. 1, there are different distances 
to the reflection layer from each side, and therefore the lens must be a different distance 
from the disc for each recording operation), 

wherein the apparatus further comprises a focus servomechanism, said focus 
servomechanism including the actuator and for focusing the laser light onto the optical 
disk by means of the objective lens (paragraph 38), 

wherein the total movable range of the objective lens is set to be equal to or 
more than a sum of an allowance range and an additional range (not explicitly 
disclosed, but inherent, as follows), the allowance range including a range set to allow 
the objective lens to keep a constant distance between the objective lens and the 
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recording face when a level of the optical disk varies in the direction of the thickness 
(the focus servo keeps the focus during label printing, as per paragraph 10, 37, 38, so it 
must have at least this range), the additional range being set by dividing a distance from 
the substrate surface to the recording face of the optical disk by an absolute refraction 
index of the substrate of the optical disk, so that the actuator can switch the objective 
lens between the first base point and the second base point (it can focus both during 
recording and label printing, and as discussed above, since the label and the data 
recording layer are at different depths inside the disc, the lens must be able to move far 
enough to allow this: the difference is just the difference in optical path length between 
the two depths, and that is simply the distance of the substrate surface to the recording 
face divided by the refractive index when there is no protective layer on the label 
printing side, and Honda discloses there may not be a protective layer in paragraph 65), 
and 

wherein the optical disk does not have a reflection layer under the label surface 
while the reflection layer is disposed under the recording face (Fig. 19, paragraphs 31, 
32: due to the light scattering layer or intermediate layer the reflection layer is not 
directly under the label surface), and therefore a reflected light of the laser light applied 
to the label surface by the optical pickup is weaker than reflected light of the laser light 
applied to the recording face (this is the inherent consequence of not having a reflection 
layer directly under the label surface). 

Honda does not disclose: 
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that a gain of the focus servomechanism is switched between the first case of 
recording the data on the recording face and the second case of recording the visible 
image on the label surface; 

and wherein the switching of the gain of the focus servomechanism between the 
first case of recording the data on the recording face and the second case of recording 
the visible image on the label surface further increases the light receiving gain at the 
label surface during the second case. 

Izumi discloses: 

the gain of a focus servomechanism should be switched between the first case of 
recording data on one recording face and the second case of recording data on the 
second recording face (column 1, line 66 to column 2, line 7). Izumi discloses that if the 
gain is not switched, servo control cannot be performed accurately. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda wherein the gain of the focus servomechanism is switched 
between the first case of recording the data on the recording face and the second case 
of recording the visible image on the label surface. 

The rationale is as follows: 

Izumi discloses accurate servo control requires changing the gain between 
recording faces; the data layer and the label layer of Honda are two different recording 
faces. Izumi's recording faces are a different sort, but the explanation Izumi provides is 
equally applicable to Honda. 

Honda in view of Izumi discloses: 
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wherein the switching of the gain of the focus servomechanism between the first 
case of recording the data on the recording face and the second case of recording the 
visible image on the label surface further increases the light receiving gain at the label 
surface during the second case (as noted above, the reflected light from the label 
surface is weaker and therefore the gain would have to be higher in order to achieve 
accurate servo control). 

Regarding claim 19: 

Most elements of this claim have already been discussed in the rejection of claim 
10 above. 

Honda in view of Izumi discloses: 

wherein the laser light is vibrated with a predetermined amplitude in the radial 
direction of the optical disk at a predetermined cycle of variable cycle while the laser 
light is applied to a same circumference of the optical disk a plurality of times during 
recording of the visible image, so that the laser light is applied to different positions 
along the same circumference, thereby a density of the visible image formed on the 
laser surface is increased (Honda paragraph 48). 

5. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
in view of Izumi as applied to claim 10 above, and further in view of Honda (US 
2002/0003760; hereafter Honda 760). 

Regarding claim 18: 

Honda in view of Izumi discloses: 
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a laser driver that drives the light source in accordance with the data supplied 
from the strategy circuit (paragraph 37); 

a buffer memory that temporarily stores data for forming a visible image on the 
label surface (paragraph 41 : if the image is converted edited onto the computer and 
then converted into image data it must be stored somehow); and 

a laser irradiation pattern conversion circuit that converts the data stored in the 
buffer memory into data representing a laser irradiation pattern (paragraph 41), and 
outputs the data converted by the laser irradiation pattern conversion circuit to the laser 
driver (paragraph 47). 

Honda in view of Izumi does not disclose: 

an encoder that EFM-modulates data to be recorded on the recording face; 
a strategy circuit that applies time axis correction processing to the data provided 
from the encoder; 

Honda '760 discloses: 

an encoder that EFM-modulates data to be recorded on the recording face 
(paragraph 57); 

a strategy circuit that applies time axis correction processing to the data provided 
from the encoder (paragraph 57); 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Izumi an encoder that EFM-modulates data to 
be recorded on the recording face;and a strategy circuit that applies time axis correction 
processing to the data provided from the encoder, as taught by Honda '760. 
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The rationale is as follows: 

Honda in view of Izumi does not disclose many details of the data recording 
process. However, it is necessary to EFM modulate data in order to record it on the disk 
and to correct the time axis of the modulated data in order to avoid errors. Honda 760 
discloses the details of these elements, and one of ordinary skill could have combined 
them with predictable results. 

6. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
in view of Izumi and further in view of Katsuyama et al. (US 4,723,234). 

Honda in view of Izumi discloses an apparatus for recording data and a visible 
image on an optical disk: most elements of this claim have been identified in the 
rejection of claim 10 above. 

Honda in view of Izumi does not disclose: 

"wherein the host computer checks if the label surface of the optical disk is set to 
face the optical pickup when the optical disk is set." 

Katsuyama discloses checking to see if the label surface of the optical disk is set 
to face the optical pickup when the optical disk is set; Katsuyama discloses that this 
avoids focusing malfunctions (column 1, lines 19-47). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Honda in view of Izumi as taught by Katsuyama to include wherein 
the host computer checks if the label surface of the optical disk is set to face the optical 
pickup when the optical disk is set. 



Application/Control Number: 10/624,803 Page 10 

Art Unit: 2627 

The motivation would be to avoid malfunctions, as taught by Katsuyama 
(Katsuyama is trying to avoid malfunctions while playing the disk, because it cannot be 
played with the label side the wrong way, but the extension to Honda is obvious: the 
label cannot be recorded if the label side is set the wrong way). 

7. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
in view of Izumi, and further in view of Katsuyama as applied to claim 17 above, and 
further in view of Honda '760. 

The motivation for combining the teaching of Honda '760 has already been 
discussed in the rejection of claim 18. This claim is similarly rejected. 

8. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
in view of Katsuyama. 

Regarding claim 21: 

All elements positively recited in the claim have already been individually 
identified in Honda and Katsuyama in the rejections above; the motivation for combining 
Honda and Katsuyama was provided in the rejection of claim 17 (the teaching of Izumi, 
which was relied upon to reject claim 17, is not necessary for this claim and so this 
claim is rejected as being unpatentable over Honda in view of Katsuyama alone). 
Response to Arguments 

9. Applicant's arguments filed October 23 rd , 2008 have been fully considered but 
they are not persuasive. 

Applicant first argues with the rejections of claims 10 and 17 as unpatentable 
over Honda in view of Izumi and Honda in view of Katsuyama, respectively. 
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Applicant argues that Izumi does not teach increasing the gain; however, Izumi 
adjusting the gain to the appropriate level, which may mean increasing depending on 
the circumstances. As for the lack of reflective layer behind the label surface, this is 
already disclosed in Honda; that the gain increases as a result is an inherent 
consequence of the teachings of Honda in view of Izumi. 

Applicant then notes that new claims have been added. These claims have been 
rejected as noted above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (571) 
272-5264. The examiner can normally be reached on 9:00 AM to 5:30 PM Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571 ) 272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CRL 11/22/08 

/William J. Klimowicz/ 

Primary Examiner, Art Unit 2627 



